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Remarks/Arguments 

There are no amendments to the specification and the drawings. 

In the Claims, Claims 1-23 are pending. Claims 1-10 are rejected. Claim 11 
and Claims 12-18 are withdrawn hereinabove. Claims 19-23 are cancelled, without 
prejudice. New Claims 24-34 are added. Reconsideration of the rejected claims and 
the withdrawn claims, as well as entry and consideration of the new claims, are 
respectfully requested. 

Applicant has cancelled, without prejudice, Claims 19-23 hereinabove for 
being drawn to a non-elected invention. 

The Examiner acknowledged Applicant's election with traverse of Invention I 
(corresponding to Claims 1-10) and a species in which a claimed magnetoresistor is a 
giant magnetoresistor (corresponding to Claim 10). The Examiner, contended, "[t]he 
traversal is on the ground(s) that Inventions I and II are related and share the same 
classification and because it would not be a burden for the Examiner to examine both 
inventions". The Examiner concluded that the grounds for traversal were not found 
persuasive "because Applicants have not shown that the groups are not patentably 
distinct". 

Contrary to the Examiner's contention, Applicant did not traverse the 
restriction requirement on the grounds that "it would not be a burden for the Examiner 
to examine both inventions". Instead, as stated in a previous reply filed September 
28, 2004 (hereinafter 'Previous Response'), Applicant traversed the Examiner's 
requirement for restriction on the grounds that "the Examiner has failed to establish 
'reasons for insisting on restriction* to support this restriction requirement" and noted 
that the Examiner "explicitly stated that both inventions I and II are classified in the 
same class and subclass (i.e., class 324, subclass 1 17R)" Applicant further reminded 
the Examiner that according to MPEP 806.05(c), "[t]o support a requirement for 
restriction, both two-way distinctness and reasons for insisting on restriction are 
necessary, i.e., separate classification, status, or field of search 5 " and concluded that 
there appeared to be no prima facie reason for insisting on the restriction (emphasis 
added). 
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Iti the present Office Action, the Examiner further contended, "Applicants 
appear to be arguing that same subclass of classification means same invention 1 * 
further concluding, "[i]f such were carried to its logical conclusion there would only 
be one patent per subclass and Applicants could be denied a patent on the basis that 
there is already at least one patent in class 324, subclass 1 17R". 

Contrary to the Examiner's contention, Applicant respectfully submits that 
Applicant's statements in the Previous Reply neither argued nor implied such a 
preposterous conclusion. Applicant's intent was and still is to obtain only that which 
is due any person applying for a patent under the law and the rules of the U. S. Patent 
Office, as codified in 35 U.S.C. and 37 C.F.R. Specifically, Applicant requests that 
the Examiner follow the guidelines and rules established by the Commissioner in 
establishing a prima facie showing that a restriction between distinct, related 
Inventions I and II is necessary. 

Specifically, as stated in MPEP 803: Restriction When Proper - Guidelines* 
"For purposes of the initial requirement, a serious burden on the examiner may be 
prima facie shown if the examiner shows by appropriate explanation of separate 
classification, or separate status in the art, or a different field of search as defined in 
MPEP § 808.02. That prima facie showing may be rebutted by appropriate showings 
or evidence by the applicant." {emphasis added). Moreover, according to MPEP 
808.02: Related Inventions: 

"Where the related inventions as claimed are shown to be distinct 
under the criteria of MPEP § 806.05(c) -§ 806.05(i), the examiner, in order to 
establish reasons for insisting upon restriction, must show by appropriate 
explanation one of the following: 

(A) Separate classification thereof: This shows that each distinct 
subject has attained recognition in the art as a separate subject for inventive 
effort, and also a separate field of search* Patents need not be cited to show 
separate classification. 

(B) A separate status in the art when they are classifiable 
together: Even though they are classified together, each subject can be 
shown to have formed a separate subject for inventive effort when an 
explanation indicates a recognition of separate inventive effort by inventors. 
Separate status in the art may be shown by citing patents which are evidence 
of such separate status, and also of a separate field of search. 

(C) A different field of search: Where it is necessary to search for 
one of the distinct subjects in places where no pertinent art to the other 
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subject exists, a different field of search is shown, even though the two are 
classified together. The indicated different field of search must in fact be 
pertinent to the type of subject matter covered by the claims. Patents need 
not be cited to show different fields of search. 

Where, however, the classification is the same and the field of search 
is the same and there is no clear indication of separate future classification 
and field of search, no reasons exist for dividing among related inventions* 9 
{emphasis added). 

To date, the Examiner still has not met the burden of presenting a prima facie 
showing of a reason for insisting on the restriction between Inventions I and II. In 
particular, the Examiner has not shown with respect to Inventions I and II by 
appropriate explanation that Inventions I and II have either "separate classification", 
"a separate status in the art when they are classifiable together", or " a different field 
of search", as required by the MPEP. Furthermore, the Examiner' s eloquent 
arguments regarding "[d]igging of two equal holes of the same size" requiring 'twice 
the effort of digging one hole" while true, does not meet that set forth in the MPEP 
guide lines for such a prima facie showing. Simply contending that examining more 
than one invention constitutes a burden is clearly not contemplated as an appropriate 
explanation by the MPEP guide lines. The effect of failing to provide an 'appropriate 
explanation* is to deprive Applicant any opportunity rebut the Examiner's restriction 
requirement fc by appropriate showings or evidence'. 

Applicant has cancelled Claim 19-23 drawn to a non-elected method, without 
prejudice, hereinabove. Applicant has withdrawn Claim 1 1 pending allowability of a 
generic claim. Applicant has further withdrawn Claims 12-18 and requests that the 
Examiner reconsider the finality of the restriction requirement regarding Inventions I 
and II. Applicant appreciates the Examiners acknowledgement of the timeliness of 
Applicant's traverse of the restriction (election) requirement in the Previous Reply 
and Applicant reserves the right to file a petition from the requirement for restriction 
under 37 CFR 1.144 pursuant to action on the request for reconsideration 
hereinabove. 

The Examiner objected to the specification under 37 CFR 1 .75(d)(1) for 
"failing to provide proper antecedent basis for the claimed subject matter". The 
Examiner required correction contending, "[t]here is no description in the 

Page 10 of 13 

PACE 13/16 • RCVD AT 3/11/2005 3:53:01 PM [Eastern Standard Time] • SVR:USPTO-EFXRF-1/0 • DNIS:872930B * CSID:775 849 3143 • DURATION (mm-ss):06-32 



Mar 11 2005 12:59PM Month Shore Associates (775) 849-3143 p. 14 

Appl.No. 10/682,344 
Resp./Amdt. dated Mar, 11, 2005 
Reply to Office ActLon of Dec. 15, 2004 

specification of how a sensor is structured having a single pair of terminals where the 
sensor can be multiplexed to produce temperature and current measurement". 

Applicant respectfully disagrees with the Examiner. In particular, according 
to Applicant's specification, as originally filed, "[t]he MR current sensor 110 is 
multiplexed by controlling a state or condition of a current 1 04 flowing in a conductor 
102 adjacent to the MR current sensor 110" (Applicant's specification, Page 4, lines 
1-3). Furthermore, *'by controlling the current condition enables measurements by the 
dual-purpose sensor 100 to yield both a temperature measurement in a vicinity of the 
sensor 100 and a current measurement of an unknown value of the current 104 in the 
adjacent conductor 102" (Applicant's specification, Page 4, lines 10-13). Applicant 
submits that there is sufficient description within the specification as filed to provide 
proper antecedent basis for that claimed, contrary to the Examiner's contention. 

However, Applicant has amended Claims 1 and 6 herein to better clarify that 
which Applicant regards as the invention (see below). As a result of the amendments 
to Claims 1 and 6 hereinabove, Applicant respectfully submits that the Examiner's 
objections to the specification are moot Reconsideration and withdrawal of the 
obj ection are requested. 

The Examiner rejected Claims 1-10 under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the inventioiL Specifically, the Examiner 
contended, "[i]t is not clear exactly what is being claimed in claims 1 and 6 ... it 
appears that the sensor only includes a magnetoresistive sensor and not the conductor 
adjacent to the sensor". The Examiner further opined "[t]he language related to 
'multiplexed* is considered functional and claims 1 and 6 do not have language to 
support such function'*. 

Applicant disagrees with the Examiner's contention regarding Claims 1-10, as 
originally filed. However, in light of the Examiner's apparent confusion, base Claims 
1 and 6 have been amended herein in an attempt to clarify that which Applicant 
regards as the invention. Support for the amendments is provided at least by Claims 1 
and 6, as originally filed, as well as Applicant* s specification. No new matter is 
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added. Applicant respectfully requests entry and consideration of amended Claims 1 
and 6. 

Applicant further amended Claims 2 and 7 hereinabove to better correspond 
with amended base Claims 1 and 6, respectively. No new matter is added. Applicant- 
respectfully request entry and consideration of amended Claims 2 and 7. 

In light of the amendments hereinabove, Applicant request reconsideration and 
withdrawal of the rejection of Claims 1-10 under 35 U.S.C. 112, second paragraph. 

The Examiner rejected Claims 1-10 under 35 U.S.C. 102(b) as being 
anticipated by Yoshino et al. s U. S. Patent No. 4,937,521 (hereinafter 'Yoshino et 
al.'). In particular, the Examiner contended, "[a] 11 that is being claimed in any of 
claims 1-10 is a magnetoresistor with two terminals and Yoshino et al show a 
magnetoresistor 224 in Figure 21". 

Applicant respectfully disagrees with the Examiner's characterization of that 
which is being claimed by Applicant. However, in light of the claim amendments 
hereinabove, Applicant respectfully submits that the examiner's characterization is 
moot. 

Furthermore, Applicant traverses the rejection on the grounds that a prima 
facie case of anticipation by Yoshino et al. of Claims 1-10, as amended herein, has not 
and cannot be established. In particular, Yoshino et al. fail to disclose, explicitly or 
implicitly, "each element of the claim under consideration" (W.L. Gore & Associates 
v. Garlock, 721 F.2d 1540, 220 USPQ 303 (Fed. Cir. 1983)) and/or that Yoshino et al. 
fail to disclose the claimed elements "arranged as in the claim" {Lindemann 
Maschinenfabrik GmbH v. American Hoist & Derrick Co., 730 F.2d 1452, 221 USPQ 
48 1 , 485 (Fed. Cir. 1984)), as required by the Federal Circuit for prima facie 
anticipation under 35 U.S.C. 102. As such, Applicant respectfully request 
reconsideration and withdrawal of the rejection of Claims 1-10 under 35 U.S.C. 
102(b) with respect to Yoshino et al. 

Applicant has added new Claims 24-34 hereinabove. Support for the added 
new claims is found in Applicant's specification and claims, as originally filed. No 
new matter is added. Applicant respectfully requests entry and consideration of new 
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Claims 24-34. Moreover, all rejections of generic base Claim 1 are deemed moot by 
the amendment thereto. Therefore, Applicant further request rejoinder and 
consideration of withdrawn Claim 11, drawn to a non-elected species. 

In summary, Claims 1-23 were filed in the original application. Claims 1-23 
were previously subject to a restriction requirement, in which Claims 1-10 were 
previously elected and Claim 1 1 and 19-23 were previously withdrawn, with traverse. 
Applicant's previously traversed the restriction of Claims 12-18. Herein, Claims 19- 
23 are canceled, without prejudice, as being drawn to a non-elected invention. Claims 

11- 18 are withdrawn, pending Applicant's further request herein for reconsideration 
of the restriction requirement with respect to Claims 12-18, and the allowance of 
generic base Claim 1 with respect to the rejoinder of Claim 1 1 . New Claims 24-34 
are added herein for consideration. Claims 1-10 were rejected. Claims 1, 2, 6 and 7 
were amended. In light of the discussion hereinabove, Applicant respectfully submits 
that at least Claims 1-1 0 are in condition for allowance. Applicant respectfully 
requests that Claims 1-10 be allowed, Claim 1 1 be rejoined and considered, Claims 

12- 18 be reconsidered, and new Claims 24-34 be entered and considered, such that 
the application may be passed to issue at an early date. 

Should the Examiner have any questions regarding the above, please contact 
the undersigned, J. Michael Johnson, Agent for Applicant, at telephone number (775) 
849-3085. 

Respectfully submitted, 
RANDY K. RANNOW ET AL. 

nv. <p A. <T7— . 

J. Michael Johnson 
Attorney/Agent for Applicant(s) 
Registration No. 37,856 

CERTIFICATE OF TRANSMISSION 

I hereby certify that this correspondence is being facsimile transmitted to the United 
States Patent and Trademark Office on the date shown below. 

(p/CC~2s..^ ■?/«/*- 

Michael Johnson ~ Date 

* * * 
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